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REMARKS 

Claim 18 has been canceled. Claims 1, 5 and 9 have been amended. Claims 1, 4, 5, 8-10, 
12 and 19-20 remain for further consideration. No new matter has been added. 

The rejections shall be taken up in the order presented in the Official Action. 

2-3. Claim 18 stands rejected under 35 U.S.C. §112, first paragraph. 
Claim 18 has been canceled. 

4-5. Claims 5 currently stands rejected under 35U.S.C.§112, second paragraph. 
Claim 5 has now been amended to depend from claim 1 . 

6-7. Claims 1, 8-9, 12, 18-19 currently stand rejected for allegedly being obvious in view of 
EP 380 163 (hereinafter "the '163 Application) in combination with the subject matter disclosed 
in DE 2 803 708 (hereinafter "the '708 Application"). 

Claim 1 recites a method of applying syntactic foam insulation to a length of steel pipe 
configured for use as a component in a sub-sea pipeline. The method includes the steps of co- 
extruding an inner syntactic foam insulator and an outer thermoplastic protective cover around 
the length of steel pipe, and then solidifying the thermoplastic protective cover. 

It is recognized that the '163 Application does not disclose the use of a thermoplastic 
material and air cooling. It is then alleged that a skilled person at the time of the present 
invention would have replaced the thermosetting material disclosed in the '163 Application, with 
thermoplastic material as disclosed in the '708 Application (Official Action, pg. 5). 



4642 



J • o fipvihle laminated insulating pipe (see 
The '708 Application discloses producing a flexible, lam 

Oerwint Basic Abstract, sentence, HOs. 1 and 3 of the .08 Application illustrate t. 

. u '708 Annlication is of course flexible enough to be wrapped 
insulated pipe disclosed in the '708 Application 

around the cylindrical carrier 14. 

C,..,,a.a.e„ae4recUesa.«Hoao,app,yinssyn.a*foa«^nsu.a«on 

.... ca... . .us... .n BOS. , .a 3 .e .OS ^ppaca..„. A pe.»n wo*.n. ... 

■ ti„„ n e syn«U0 foam insulaled pipelines) would not look to .he field 
field ot flie present invention (i.e., syniacuc 

. , , ,„ flexible insulated plastic tubing rather than insulated 
of the -708 Application, since it relates to flexible, insul P 

,i„i„es that include a rigid pipe (e.g., steei, coated .i* s^tactic foan, as set forth in el.. 1. 
...esu,t,asHl,ed.rso„.nthefieldofinsulatedp,pel.nes.ouldnotbe — tocorn^uie 

sublet matter of the Application, wMeh emplo. a steel it^er pi., wtth the su^t 

• ti.. '708 Aoolication merely discloses a flexible, 
niatter disclosed in the '708 Application, since the 708 AppUca 

laminated, insulated pipe. 

/ fU. r^rinr art susgested the desirability of 
no, Ha,e * mo^'fi^""'" "^^'"us unless tHe pnor sugg 

.u«M. '0 U.S.P.Q- - ^ 

^, US.P.Q. U.. (Ped. C. .U, m addition, * — 



4642 



/ ,7 ,\ the dutvgfthejmmrJo 

u- .of the references is not readily apparenUniMM^ 
combine the teachings of the rejer ^ ExEate.Stone, 2 

. nf the re{mncejeachin^J^.MmL- ^ 

. A Tnt'f 1986) (emphasis added). 
U.S.P.Q.2dimn90(Bd.App.&ln.tm)( .^esUbUshed absent some 

, , u is fundamen^l ,ha, obviousness can no. be estabi,s 

" , es o.asns.s.iono.incen.ivesupponins.becon,binaUonof 

.eacbing to combine .he references, or sugg ^ Official ACion is 

.,T78(Fed Cir 1987). lntheinsBn.casemeu 
„s.See!ai«.^'>"''^=""- . ,^„,,„„Mna.lono(*e'163 

„ facUBl non^conclusionary explanabon why 4e comb 

,^ 3Ugges.,on of 

■ „H ,he '708 Applica.ion is proper. Specticai y, 

^ ,„„W^„e. The 

. - Officia. ACion regardmg why * „ ,ey bo,h 

f rhree layered insula.ed p.pes, and flie 7U» App 
teach .he use of a teee layere ^1^^ ^ 

, However .here is simply no suggesnon or reason 
.hermoplasiic ouler layer. • aisclosed in *e '163 Applica.ion 

,„,«l,rsor.woniareplaee.he.ermose„mgres.nou.er ^ ^ 

...he.bermoplas.icou.er.ayerof.he.708Appl.ca..on. heOffi 

c thermoolastic outer layer. (Otticiai 
«,isconvemional.yUnown.ousea.hermop „, ,een 

■, resnectfully submitted tot a prrma facra case 
6). Hence, tt ,s respectful y ^^^^^^ „f 

„,,„^.illinthear,.omodi..hesn.ec.matter.sclosedmthe,«ApP 

. .708 Applica.ion.o create are claimed invennon. 

,he teachrng of the 708 ApP 

J • tv,^ Official Action that the /uo ^vv 

, , , „f ,he claimed invention, and thus comDin 

...^.^pectMlysubmittedmatdrecontentionabout 

. M.T'j &r.r>liration However, it IS respecxiuii)' 

the '708 Application is based upon an overly 



4642 



reasomM. The requirement that .he reference be reasonably perrinen. Is no. .he same as saying 
U,a. .he pertinence mus. no. be completely unreasonable. I. is well known .hat a prior art 
reference must be read as a whole when considering patcnobility. In the case of Ae '708 
Applica.ion, .he subjec. matter disclosed U,erei„ is not reasonably pertinent to .he field of the 
invention since it simply relates to flexible, non-memllic pipe. Such a pipe is not suitable for use 
as a component in a sub-sea pipeline. Claim 1 has been amended to recite that the pipeline is 
configured for use as a component m a sub-sea pipeline. Flexible lengths of pipe as disclosed in 
me -708 Application can not be considered reasonably pertinent to the field of manufecturing a 
length of insulated pipe for ,seina.ub,sea«. Accordingly, it is respectMly submitted 
tha. Ute subiec. matter reci.ed in claim 1 is patentable over the combined subject matter disclosed 
in '163 Application and the '708 Application. 

Claim 9 has also been amended, and is patentable for at least all the same reasons as 
claim I. 

Claim 9 recites a method of forming an insulating product for use as a component of a 
sub-sea pipeline. The method includes the steps of: 

"co-extruding an im.er syntactic foam insulator and an outer thermoplastic 

protective cover; and , 

solidifying said thermoplastic protective cover, (cl. 9). 

This preform may then be used at a later time to insulate a pipe. Specifically, new claim 19 
dependent from claim 9, recites reheatmg the insulating product and insulating a pipe with the 
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